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Die Seite der AIPPI / La page de l’AIPPI 

IP damages for acts other than sales 

REPORT OF THE SWISS GROUP* 

I. Current law and practice 

1. What non-sales infringing acts, i.e. infringing acts which do not involve sales, are recog-
nized in your jurisdiction? 

The Swiss Trademark Act (“TA”), Patent Act (“PA”), Design Act (“DA”) and Copyright Act (“CA”) all 
provide the IP owner with the following exclusive rights (in connection with commercial purposes): 

– Manufacturing goods – whether or not the goods are thereafter placed on the market is irrelevant1. 

– Offering goods – the offering can happen in the context of both public and private tenders, on fly-
ers, classified ads and storefront windows for instance, regardless of the characterization of the un-
derlying legal relationship (sales, loan, lease, etc.). Whether the goods are then sold (or loaned/lea-
sed) is irrelevant2. 

– Placing goods on the market. 

– Importing, exporting or transiting goods – (under the TA and DA even for private purposes) the im-
port of goods to Switzerland may be prohibited even if the same are not intended to be placed on 
the Swiss market3. Likewise, in principle, exporting goods from Switzerland may be prohibited re-
gardless of whether these are IP protected in the country of export4. 

– Storing goods – this refers to possession for the purpose of commercialization and encompasses 
all actors in the distribution chain, such as warehouse keepers, freight forwarders, wholesalers and 
retailers5. 

Apart from that, there are some particularities in the specific areas: 

Trademarks: Art. 13 TA provides that trademark owners have the exclusive right to affix the mark to 
goods or their packaging; it is infringing irrespective of whether or not such goods are thereafter 
placed on the market6. By granting trademark owners the exclusive right to use a mark on business 
papers, in advertising or otherwise in the course of trade, the law encompasses the product-related 
use of a mark, e.g. as a domain name, trading name or a company name7. 

Patents: Any commercial use of the patented invention is prohibited. Carrying in transit may, however, 
only be prohibited if the patent owner is entitled to prohibit importation in the country of destination 
(art. 8[3] PA). Further, the patent owner may prevent any third party from removing the indication that 
said products are protected by a patent – or subject to a patent application – from products or their 
packaging (art. 66[c] PA). 

Designs: Any use of the design for industrial purposes is prohibited (art. 9[1] DA). This can include the 
use of an object incorporating the protected design8. Further, art. 9(1) DA explicitly mentions the pos-
session of an infringing design for infringing purposes. 

                                                 
*  Members of the working group: Roger Staub (leading), Cyrill Rieder, Felix Tuchschmid, Thomas Widmer. 
1 E.g., THOUVENIN/DORIGO, Markenschutzgesetz, 2017, Art. 13 TA N 61. 
2 E.g., THOUVENIN/DORIGO, Art. 13 TA N 66; P. GILLIÉRON, Art. 13 TA N 22. 
3 E.g., P. GILLIÉRON, Art. 13 TA N 26. 
4 E.g., P. GILLIÉRON, Art. 13 TA N 27; K. TROLLER, Manuel du droit suisse des biens immatériels, Bâle 1996, 873–874. 
5 E.g., THOUVENIN/DORIGO, Art. 13 TA N 73. 
6 THOUVENIN/DORIGO, Art. 13 TA N 61. 
7 P. GILLIÉRON, Art. 13 TA N 30. 
8 R. STAUB, Designrecht, 2003, art, 9 DA N 34. 
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Copyright: The CA lists a significant number of infringing acts that are rather copyright-specific (in par-
ticular, Arts. 9, 10, 11 and 39a CA9). 

2. Please explain how damages are quantified, under the laws of your Group, in relation to 
infringing acts which do not involve sales of infringing products. 

a) In general 

With respect to monetary reliefs, Swiss intellectual property laws explicitly refer to the Swiss Code of 
Obligations (“CO”) (art. 55[2] TA; art. 35[2] DA; art. 62[2] CA; art. 73[1] PA; art. 9[2] of the Swiss Unfair 
Competition Act [“UCA”]). Actions for damages are therefore governed by the general provisions of 
art. 41 et seq. CO. Damages are defined as the involuntary decrease in net capital (reduction in as-
sets, increase in liabilities or loss of profit), meaning the difference between the injured party’s hypo-
thetical economic position in the absence of the wrongful conduct and its actual position (the so-called 
“difference theory”)10. 

The injured party is obliged to prove both the existence and the amount of the damage in a sufficiently 
determined and specific manner11. Only where the exact amount of the damage cannot be quantified, 
the court will estimate the amount at its discretion in the light of the normal course of events and the 
steps taken by the injured party (art. 42[2] CO). This provision is not only applicable if the numerical 
proof of the damage is impossible, but also if it cannot be strictly proven that damage occurred at all12. 
The injured party must, to the extent possible and reasonable, assert and prove all circumstances which 
indicate the occurrence of the damage and permit or facilitate its estimation13. 

However, in practice, without any sales by the infringer, the right holder frequently cannot substantiate 
the incurred damage or lost profit as required by law, or will be unable to prove the necessary ”causal 
nexus” between the infringement and the suffered damage or lost profit14. Given the legal uncertain-
ties and current restrictive practice concerning remuneration claims in general, most claims for finan-
cial compensation on the grounds of IP infringement or unfair competition law are settled out of court. 
Further, in practice, claims for accounts for profits are usually more relevant than damage claims. 

Costs for pre-litigation market surveillance regarding intellectual property rights are generally not re-
garded as reimbursable as damages15. However, scholars recognize the legal costs necessary for 
remedying the infringement (e.g., warning letters, costs with regard to an out-of-court settlement or ne-
cessary pre-trial lawyer’s fees) as a reduction in assets, which should be reimbursed16. 

b) Patent law 

The Swiss Federal Court (“SFC”) does acknowledge a remuneration of damages based on a hypothe-
tical or notional licensing fee (“license analogy method”), however, only under very restrictive conditi-
ons17. Although recent decisions indicate that the SFC might adapt a more lenient approach towards 

                                                 
9 E.g., the infringement of the following exclusive rights: recognition of the author’s authorship (Art. 9[1] CA); to decide whether, 

when, how and under what author’s designation the author’s work is published for the first time (Art. 9[2] CA); to recite, per-
form or present a work, or make it perceptible somewhere else or make it available directly or through any kind of medium in 
such a way that persons may access it from a place and at a time individually chosen by them (Art. 10[2][c] CA); to broadcast 
the work by radio, television or similar means, including by wire (Art. 10[2][d] CA); to retransmit works by means of technical 
equipment, the provider of which is not the original broadcasting organization, in particular including by wire (Art. 10[2][e] CA); 
to make works made available, broadcast and retransmitted perceptible (Art. 10[2][f] CA); to rent out a computer program 
(Art. 10[3] CA); to decide whether, when and how the work may be altered or be used to create a derivative work or may be 
included in a collected work (Art. 11[1] CA). Furthermore, the circumvention of effective technological measures for the pro-
tection of works and other protected subject-matter is an infringement (Art. 39a CA). 

10 BGE 129 III 331 E. 2.1. 
11 BGE 127 III 365 E. 2b. 
12 BGE 95 II 481 E. 12a. 
13 BGE 134 III 306 E. 4.3; BGE 133 III 153 E. 3.5; BGE 122 III 221 E. 2a. 
14 BGE 122 III 219 E. 3a; BGer 4C.468/2004 of 27 October 2005; BGer 4C.52/2007 of 14 May 2007, E. 4.3 f. 
15 SHK DesG-STUTZ/BEUTLER/KÜNZI, Art. 35 N 127. 
16 JERMANN, in Staub/Celli, Art. 35 DesG N 48; BENHAMOU, N 470 f. 
17 BGE 132 III 379 E. 3.3.3, “Milchschäumer”. 
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the license analogy method based on art. 62 CO18 in the future, substantial uncertainties remain in this 
regard. 

c) Trademark law 

The dilution of (in particular, famous) trademarks constitutes a damage which should be compensated. 
The value of the trademark after infringement has to be compared with the value it had prior to the 
infringement19. The confusion of the market may also result in damages to be compensated. In such 
case, the injured party must specify either the costs for rectifying the market confusion or the actual loss 
of the value of the trademark20. 

d) Copyright law 

In copyright law, the proof of damage and damage calculations cause great difficulties, since often no 
reduction in assets or increase in liabilities occurs and mostly the only possible damage is a loss of 
potential royalties21. Furthermore, it is conceivable that a copyright infringement may lead to an ero-
sion in reputation or a reduction of market potential, although this would be difficult to quantify22. 

In copyright law, the damages can be calculated on the basis of the remuneration tariffs customary in 
the industry for the use of the copyrighted work, such as tariffs of collecting societies or according to 
industry agreements23. Many tariffs of collecting societies provide for a doubling of the remuneration 
for uses for which the necessary authorization was not obtained24. However, the SFC rejects the 
doubling of a tariff of a collecting society as an inadmissible form of punitive damages25. 

e) Design law 

In most of the design cases, it is difficult to precisely calculate the damage that occurred26. Scholars 
recognize the following types of damages: If the injured party’s prices had to be reduced because of 
the infringing goods or if the injured party suffered a decline in turnover, the loss of profit suffered as a 
result should be compensated in the form of lost profit27. Market confusion costs should also be reim-
bursed; this includes the costs of increased information and advertising, which are necessary to coun-
teract the resulting uncertainty in the market28. Furthermore, the dilution or depreciation of the design 
– i.e., the associated reduction in the value of the design and the damage to the reputation of the de-
sign owner – caused by the infringing act should also be covered by the compensation for damages29. 

In determining the damage according to a license analogy, a fictitious license fee, which the infringer 
would have had to pay if he had concluded a lawful license agreement with the design right holder, is 
assumed. The amount of the fictitious license fee should be based on what would normally and 
reasonably have been agreed between the parties to a license agreement. The customary tariffs, 
other already concluded and comparable license agreements and the scope of protection of the de-
sign right should also serve as further indications for the calculation30. 

  

                                                 
18 BGE 129 III 425 E. 4; BGer 4C.290/2005, E. 3.1, “Rohrschelle”. 
19 Commercial Court Zurich, sic! 2011, 39, 42, “Wunderbaum”; SHK MSchG-STAUB, Art. 55 N 90; BSK MSchG (2nd edition)-

DAVID, Art. 55 N 34, 36. 
20 Cantonal Court Wallis, sic! 2013, 300, 302, “Tara Jarmon”. 
21 Haftpflichtkommentar-SCHWENNINGER, Art. 62 URG N 12; SHK URG-MÜLLER, Art. 62 N 12; BARRELET/EGLOFF, Art. 62 URG 

N 13. 
22 SHK URG-MÜLLER, Art. 62 N 12. 
23 BGE 122 III 463, E. 5. 
24 BARRELET/EGLOFF, Art. 62 URG N 13; DAVID, SIWR I/2, 117; SHK URG-MÜLLER, Art. 62 N 14 f. 
25 BGE 122 III 463, E. 5. 
26 SHK DesG-STUTZ/BEUTLER/KÜNZI, Art. 35 N 123. 
27 Haftpflichtkommentar-SCHWENNINGER, Art. 35 DesG N 15; OFK DesG-HEINRICH, Art. 35 N 35. 
28 JERMANN, in: Staub/Celli, Art. 35 DesG N 48; Haftpflichtkommentar-SCHWENNINGER, Art. 35 DesG N 15; DAVID, SIWR I/2, 114; 

SHK DesG- STUTZ/BEUTLER/KÜNZI, Art. 35 N 37. 
29 JERMANN, in: Staub/Celli, Art. 35 DesG N 48; Haftpflichtkommentar-SCHWENNINGER, Art. 35 DesG N 15. 
30 SHK DesG- STUTZ/BEUTLER/KÜNZI, Art. 35 N 130; Haftpflichtkommentar-SCHWENNINGER, Art. 35 DesG N 16. 
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f) Unfair competition law 

In a decision concerning unfair competition law, it has been recognized that an injured party may claim 
compensation for damages resulting from market confusion31 or price erosion, and claims for lost pro-
fits may include remuneration for lost follow-up sales (e.g., wear and spare parts or consumables), 
add-on sales or other business opportunities. 

3. Please explain what approach your current law takes in relation to “franking”: if damages 
are paid in relation one infringing act (e.g., manufacturing) for specific infringing goods, 
can those goods then be circulated freely subsequently, or does their subsequent circula-
tion amount to a fresh infringement in relation to which an injunction or damages may be 
available? 

In principle, any damage unlawfully and willfully or negligently caused should be compensated (art. 41 
CO). Therefore, multiple infringing acts may result in multiple damage claims. Liability law requires 
both a natural and an adequate causal link between the infringing act and the damage claimed. The 
natural causal link is given if a conduct is an indispensable condition for the damage and must be de-
monstrated with a predominant probability32. An adequate causal link is established if, according to the 
ordinary course of things and the experiences of life, the action is capable of leading to such dama-
ge33. 

Furthermore, it has to be considered that, in Swiss liability law, the prohibition of over-compensation is 
recognized as a fundamental principle34. Over-compensation occurs if the same person is awarded 
different compensation payments for the same event during the same period of time and if the sum of 
the payments exceeds the actual damage35. 

The Swiss Group is not aware of any IP-related cases where courts have dealt with “franking” issues. 
However, based on these general principles, if the injured party can show that, with predominant pro-
bability and according to the ordinary course of things and the experiences of life, the second infrin-
ging act (e.g., a sale) and not the first infringing act (e.g., the manufacturing) caused a certain da-
mage, the infringed party is entitled to sue the infringer again for compensation of damages. If such 
additional damage is caused by the second infringing act, there is no over-compensation of the clai-
mant. Therefore, if damages have been paid in relation to goods that have been manufactured, those 
goods will not be “franked” and the infringer or any acquirer of the goods may be liable again for any 
damages causally and additionally occurring from the fact that the same goods are subsequently sold. 
However, for the claimant, it might be difficult to prove that additional market disturbance occurred 
through the sales of goods if the manufacture of the same goods already became publicly known cau-
sing initial market disturbance. 

The payment of compensation for damages does not mean that the infringing goods are no longer inf-
ringing and may be freely circulated subsequently. The subsequent circulation amounts to a fresh inf-
ringement. 

II. Policy considerations and proposals for improvements of your Group’s current law 

4. Are there aspects of your Group’s current law or practice relating to the quantification of 
damages for non-sales infringements that could be improved? 

Yes. 

The Swiss damage restitution system is not balanced, especially with regard to damages for infringe-
ments of IP rights: Proving such damages requires a substantial effort resulting in high court costs and 
attorney fees. Several aspects are hard to prove. First, it is often difficult to prove the mere existence 
of damage. Further, there are no sufficiently developed concepts to quantify damages for non-sales 

                                                 
31 BGer 4C.468/2004 27 October 2005; BGer 4C.52/2007 of 14 May 2007, E. 4.3 f. 
32 BGE 128 III 174. 
33 BGer 6B_183/2010 of 23 April 2010, E. 3. 
34 BGE 71 II 86 E. 4. 
35 BGE 131 III 12 E. 7.1. 
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infringements. Moreover, court practice on the necessary causal link between damage and infringe-
ment is very strict. Swiss courts only grant low compensation, which usually does not cover the actual 
damage resulting from the IP infringement. 

In the Swiss Group’s view, the courts’ practice should take into consideration the specific problematics 
and circumstances of infringements of IP rights, such as the difficulty to prove and quantify damage 
resulting from the dilution of a trademark or market confusion. From this perspective, lowering the bur-
den of proof in quantification of damages for non-sales infringements would be worth considering. 

5. What policy should be adopted generally in relation to non-sales infringements? Should: 
a)  Only damages be available for past non-sales infringements? 

b)  Only an injunction be available to restrain future non-sales infringements? 

c)  Both damages and an injunction should be available. 

The Swiss Group supports option c): both damages and an injunction should be available for non-sa-
les infringements. 

The assertion of claims for damages should not result in the goods being allowed to circulate freely, as 
there was no consent of the IP owner to place the product on the market. This would encourage infrin-
gers to commit non-sales infringements, as it would allow them to purchase a de facto compulsory li-
cense to freely trade IP-protected products. 

The Swiss Group would only consider an exception to that principle where the IP owner received full 
compensation as if the infringer had obtained a license. In that case, the legal interest of the IP owner 
in future injunctions could be questioned and it would possibly amount to an abuse of rights to conti-
nue to enforce the IP rights. However, since Swiss courts regularly do not grant full compensation (i.e., 
a compensation comparable to the royalty which would have been possible in license negotiations), 
such a situation will rarely be given. 

6. What policy, in relation to franking, would best promote a uniform recovery of damages in 
relation to infringements in a number of jurisdictions in relation to the same goods? 

In principle, the Swiss Group is of the opinion that franking and cross-border franking in particular 
should not be admissible. 

If franking were admissible, a court awarding damages should take into consideration the compensa-
tion already awarded in other jurisdictions. The court should compare the damage regimes of the diffe-
rent jurisdictions, especially the reasonably achievable amount of compensation in those jurisdictions. 
Regarding quantification, the prohibition of overcompensation is very important. The awarded com-
pensation should not put the IP owner in a more favorable position than would be the case had no inf-
ringement occurred. However, it should also be remembered that the IP owner should not be under-
compensated, which is a risk if franking is admissible. 

Finally, it should be noted that the Swiss Group’s proposal of taking into consideration compensation 
awarded in other jurisdictions should not imply that a foreign court decision stating that a certain pro-
duct is franked in that country is binding for a Swiss court when assessing whether the product is fran-
ked from the perspective of Swiss law or even lead to an exhaustion of the IP right. 

7. Are there any other policy considerations and/or proposals for improvement to your 
Group’s current law falling within the scope of this Study Question? 

There are no other proposals within the scope of the Study Question. 
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III. Proposals for harmonisation 

8. Do you believe that there should be harmonisation in relation to damages for non-sales IP 
infringement? 

As IP rights often are dealt with in a cross-border context and IP-protected goods circulate in different 
jurisdictions, there is a certain need for common ground or harmonization in order to reduce efforts in 
cross-border law enforcement. 

Non-sales IP infringements are, however, of minor interest in practice. Therefore, as long as franking 
is not permitted, there is no need for harmonization in relation to damages for non-sales IP infringe-
ments. However, the Swiss Group takes the view that the question of whether or not franking is admis-
sible should be harmonized. 

9. Manufacturing of patented products: How should damages be quantified in relation to the 
manufacturing of infringing products? 

The mere manufacture of infringing products without any subsequent sale or offering for sale does not lead 
to any damage for the IP owner. The only hypothetical damage which could be considered is potential 
market confusion (namely if the public became aware of the ongoing manufacture of the products). 

If damage occurs from additional subsequent infringing acts, these acts should be the decisive ele-
ment for the quantification of damage. The calculation should be different in the case where the infrin-
ging product is used by the manufacturer himself (e.g., where a patented machine is used to manufac-
ture goods), as in the case where the product is subsequently sold. 

If the infringer uses the infringing product himself, the right to only manufacture the product may have 
a value. This would be best calculated according to a hypothetical license fee for the mere manufac-
ture of the product and the benefits resulting from that. 

If there is a subsequent sale, the quantification of the damage should be based on the methods deve-
loped for the calculation of damages for sales. The manufacturer should be liable if there is a sufficient 
causal link between the manufacture and the damage occurring from the sale of the infringing product, 
e.g., if the subsequent sale was foreseeable. If the manufacturer and the subsequent seller cooperate 
– if the manufacturer acts at least as an accomplice – they should be jointly liable to the IP owner for 
the whole damage (see also below, Question 12). 

10. Should the subsequent export and sale of manufactured infringing goods change the 
quantification of damages? 

Yes, see the principles outlined in Question 9 above. 

Damages should be quantified according to the methods developed to quantify damages occurring 
from sales. The manufacturer should be liable if there is a sufficient causal link between manufacturing 
the goods and the damage occurring from selling or exporting the infringing goods. 

11. Importing and warehousing of patented products: How should damages be quantified in 
relation to importing and keeping or warehousing? 

The quantification of damages depends on the specific circumstances of the individual case. If the inf-
ringing goods are only imported or warehoused without any subsequent sale or offering for sale, no 
damage occurs. 

If the goods are subsequently sold, damages should be quantified on the basis of the methods to 
quantify damage occurring from sales. The import or warehousing company should be fully liable if 
there is a sufficient causal link between the import or the warehousing and the damage occurring from 
the sale of the infringing product. With respect to joint liability/contributory infringement see also Ques-
tion 12 below. 

  



 sic! 11|2019, 648  

 

Quelle: www.sic-online.ch  p 7 - 9 

12. Series of infringements in relation to patented products: In the situation where there is a 
series of infringing acts, such as manufacturing, followed by warehousing, followed by a 
sale, should damages be quantified, for each individual infringing product: 

a)  On the basis of a sale alone, if that infringing product was eventually sold? 

b)  On the basis of each infringing act in the chain? 

c)  If the infringing product was never sold? 

d)  On some other basis? 

If the product is eventually sold, damages should be quantified on the basis of the methods to quantify 
damage occurring from sales. 

If the product was never sold, damages should be quantified on the basis of each infringing act in the 
chain. 

As a matter of principle, under Swiss law the aggrieved party is entitled to claim the entire loss from 
both the direct author(s) and the contributory infringer(s), such as the instigator(s) and accomplice(s), 
the court then having to determine whether and to what extent they have a right of recourse against 
each other (art. 50 of the Swiss code of obligations; for further details, see the Report issued by the 
Swiss Group in 2015 on the “Liability for contributory infringement of IPRs (Q204)” AIPPI Study Ques-
tion). 

13. Services/operating patented processes: please explain how damages should be quantified 
in relation to infringements that consist of carrying out infringing processes, e.g. a pa-
tented manufacturing process? 

The quantification of damages should reflect the specific circumstances of the infringement at hand 
including eventual material products directly obtained/produced by the manufacturing process. 
Furthermore, the Group is of the opinion that the infringed party should generally be allowed to quan-
tify the damage occurred on the basis of a license analogy, even if the parties would ex ante not have 
agreed to such licensing agreement. 

14. Please explain how damages should be quantified for subsequent post-manufacturing activi-
ties in relation to the products of a patented process, e.g. the offering for sale of a product 
made using a patented process? 

Please refer to the Swiss Group’s answer to Question 13. 

15. Simultaneous single infringing acts: In the situation where there is a single act, such as an 
offer for sale on the internet, which amounts to an infringing act simultaneously in a number 
of jurisdictions, how should damages be quantified in each of those jurisdictions? For ex-
ample, one single offer to sell products is made on the internet and that single offer is con-
sidered to infringe by the courts of two jurisdictions A and B. If court A awards damages for 
that single act which compensate for the loss suffered by the right holder, should court B 
also award damages and how should those damages be quantified so as to eliminate or re-
duce double recovery? 

Yes. 

Court B should also award damages. In doing so, court B should take into consideration damages al-
ready awarded by other courts, so that no over- or undercompensation of the IP owner occurs. 

16. Franking: If damages have been paid in relation to goods that have been manufactured but 
the further circulation of those goods has not been restricted by injunction, should the in-
fringer (or the acquirer of the goods) be liable again for damages if those same goods are 
subsequently sold? 

Yes. 

The infringer should be liable again for all damages additionally caused by the subsequent sale or cir-
culation of the product. However, observing the principle of the prohibition of overcompensation, the 



 sic! 11|2019, 648  

 

Quelle: www.sic-online.ch  p 8 - 9 

awarded compensation should not put the IP owner in a more favorable position than he was in the 
absence of any infringement. 

17. Please comment on any additional issues concerning any aspect of quantification you 
consider relevant to this Study Question. 

The quantification of damages for non-sales infringements is an interesting but rather exotic topic. As 
questions regarding this topic do not actually arise in practice, there is almost no case law. 

18. Please indicate which industry sector views provided by in-house counsel are included in 
your Group’s answers to Part III. 

The Swiss Group did not include an in-house counsel. 

Summary 

Under Swiss law, IP owners may claim damages for several non-sales infringing acts, such as manu-
facturing, offering, importing, exporting, transiting or storing goods. Damages are calculated in applica-
tion of the difference theory and may, in particular, result from dilution of IP rights, market confusion 
and erosion of reputation, as well as from legal costs for remedying an infringement. In practice, the 
substantiation of damages for acts other than sales, e.g. by drawing a license analogy, regularly pro-
ves to be difficult, and, given the legal uncertainties and restrictive practice, most claims for financial 
compensation in this area are settled out of court. In the Swiss Group’s opinion, the Swiss damage re-
stitution system is not balanced with regard to damages for infringements of IP rights. Swiss law and 
court practice lack sufficiently developed concepts to quantify damages in this field in general. In con-
clusion, lowering the burden of proof in quantification of damages for non-sales infringements might be 
worth considering. 

The Swiss Group, generally, expresses the view that the payment of compensation for damages 
should not mean that the infringing goods can be freely circulated subsequently (franking). This would 
encourage infringers to commit non-sales infringements, as it would allow them to purchase a de facto 
compulsory license to freely trade IP-protected products. 

In calculating the damages for non-sales IP infringements, it is essential to observe the prohibition of 
overcompensation. If there is a subsequent sale, the quantification of the damage should be based on 
the methods developed for the calculation of damages occurring from sales. If the product was never 
sold, damages should be quantified on the basis of each infringing act in the chain. Even though IP 
rights are often dealt with in a cross-border context, the Swiss Group takes the view that non-sales IP 
infringements are of minor interest in practice, and, as long as franking is not permitted, there is no 
need for harmonization in this area. However, the question of whether franking is admissible or not 
should be harmonized. 

Zusammenfassung 

Nach Schweizer Recht können Inhaber von Immaterialgüterrechten Schadenersatz für diverse andere 
Arten von Verletzungshandlungen als Verkäufe geltend machen, z.B. für die Herstellung, das Anbie-
ten, die Ein-, Aus- und Durchfuhr sowie für das Lagern von verletzenden Waren. Der zu ersetzende 
Schaden wird in Anwendung der Differenztheorie bestimmt. Er kann insbesondere aus einer Verwäs-
serung des Immaterialguts, einer Marktverwirrung und einer Beeinträchtigung der Reputation resultie-
ren und auch die Rechtskosten für die Beseitigung der Verletzung umfassen. In der Praxis gestaltet 
sich die Substantiierung des Schadens aus anderen Handlungen als Verkäufen (z.B. anhand einer 
Lizenzanalogie) oft schwierig. In Anbetracht der bestehenden rechtlichen Unsicherheiten und der rest-
riktiven Praxis werden derartige finanzielle Ansprüche meist aussergerichtlich und einvernehmlich ge-
regelt. Die Schweizer Gruppe ist der Meinung, dass das schweizerische Schadenersatzsystem in Be-
zug auf Schäden aus Immaterialgüterrechtsverletzungen nicht ausgewogen genug ist. Es fehlen im 
Schweizer Recht und in der Gerichtspraxis genügend entwickelte Konzepte zur Quantifizierung des 
Schadens. Die Schweizer Gruppe erachtet daher eine Herabsetzung der Beweislast bei der Quantifi-
zierung von Schäden aus Verletzungshandlungen, die keine Verkäufe darstellen, für prüfenswert. 
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Die Schweizer Gruppe ist grundsätzlich der Meinung, dass die Bezahlung von Schadenersatz nicht 
dazu führen darf, dass die verletzende Ware danach frei zirkulieren darf (sog. Franking). Dies würde 
Verletzer zu anderen Verletzungshandlungen als Verkäufen animieren, da sie sich damit de facto eine 
Zwangslizenz für den weiteren Handel mit immaterialgüterrechtlich geschützten Waren erkaufen könn-
ten. 

Bei der Berechnung von Schadenersatzansprüchen aus anderen Verletzungen als Verkäufen muss 
das Verbot der Überentschädigung beachtet werden. Im Falle eines nachfolgenden Verkaufs sollte die 
Schadenberechnung auf denjenigen Methoden beruhen, die für die Berechnung von Schäden aus 
Verkaufshandlungen entwickelt wurden. In Fällen, in denen die Ware nie verkauft wurde, sollte der 
Schaden für jede einzelne Verletzungshandlung in der Handlungskette errechnet werden. Zwar wer-
den Immaterialgüterrechte oft in einem grenzüberschreitenden Kontext behandelt. Dennoch ist die 
Schweizer Gruppe der Meinung, dass in diesem Bereich weitgehend kein Harmonisierungsbedarf be-
steht, denn die praktische Bedeutung von Schäden aus anderen Verletzungshandlungen als Verkäu-
fen ist eher gering. Die Frage, ob «Franking» zulässig ist oder nicht, sollte dagegen harmonisiert wer-
den. 

Résumé 

Le droit suisse permet aux titulaires de droit de propriété intellectuelle de réclamer des dommages et 
intérêts dans plusieurs situations n’impliquant pas la vente de marchandises, telles que la fabrication, 
l’offre, l’importation, l’exportation, le transit et l’entreposage de biens. Les dommages sont quantifiés 
en application de la théorie de la différence and peuvent, en particulier, résulter de la dilution de droits 
de propriété intellectuelle, de la génération d’une confusion sur le marché (eine «Marktverwirrung») ou 
d’une atteinte à la réputation, ainsi que des frais juridiques engagés pour mettre fin à une violation. En 
pratique, la détermination du dommage dans de tels cas, qui peut s’effectuer par exemple en vertu de 
la méthode de l’analogie de la licence, s’avère être délicate. Compte tenu de l’incertitude juridique et 
de pratiques judiciaires restrictives, la plupart des litiges visant une compensation financière sont 
résolus, dans ce domaine, hors prétoire. De l’avis du groupe suisse, le système helvétique de com-
pensation n’est pas adapté aux dommages causés par la violation de droits de propriété intellectuelle. 
Le droit suisse et la pratique des tribunaux sont dépourvus de concepts suffisamment développés 
pour quantifier le dommage dans ce domaine. En conclusion, il conviendrait d’envisager d’alléger le 
fardeau de la preuve s’agissant de la quantification du dommage causé par la violation de droits de 
propriété intellectuelle n’impliquant pas la vente de marchandises.  

Le groupe suisse est globalement d’avis que le paiement d’une compensation financière pour un dom-
mage ne devrait pas signifier que les produits portant atteinte à des droits de propriété intellectuelle 
peuvent être mis en circulation librement (franking). Un tel système encouragerait les contrevenants à 
commettre une violation de droits de propriété intellectuelle n’impliquant pas la vente de marchandises 
puisque ceci leur permettrait d’acquérir, de facto, une licence pour commercialiser librement des pro-
duits protégés.  

Il est fondamental, dans le cadre de la détermination du dommage causé par la violation de droits de 
propriété intellectuelle n’impliquant pas la vente de marchandises, d’observer l’interdiction de surin-
demnisation. Dans l’hypothèse où une vente a lieu subséquemment (à la fabrication, l’offre, l’importa-
tion, l’exportation, le transit ou l’entreposage de biens), la détermination du dommage devrait être 
basée sur les méthodes développées pour la quantification du dommage causé par la vente. Dans 
l’hypothèse où le produit n’est jamais vendu, le dommage devrait être déterminé sur la base de 
chaque infraction de la chaîne. Même si les droits de propriété intellectuelle comprennent fréquem-
ment une composante transfrontalière, le groupe suisse est d’avis que la violation de droits de 
propriété intellectuelle n’impliquant pas la vente de marchandises est d’importance réduite en pratique 
et que, à la condition que le franking ne soit pas autorisé, une harmonisation n’est pas nécessaire 
dans ce domaine. Cela étant, la question de savoir si le franking doit être autorisé ou non devrait être 
harmonisée au niveau international. 
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